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Detailed Action 



Priority 

The current application is a continuation of 09/618031 now abandoned. 

Election/Restrictions 

Applicant's election with traverse of Group I in the reply filed on 12/06/2006 is 
acknowledged. The traversal is on the ground(s) that the restriction is improper as 
there is no serious burden for the examiner to examine Groups I and II together. This is 
not found persuasive because the examiner has clearly set forth the reasons for the 
restriction requirement between products and process of using said products. The 
examiner upon further consideration does withdraw the election of species requirement 
set forth in the election/restriction requirement. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States, 

2. Claims 1-3. 5. 6, 8-12, 14. 15. 17, 25. 26. 29 and 31-42 are rejected under 35 
U.S.C. 102(b) as being anticipated by US 5,849,275 (275). 
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US '275 is directed to cosmetic compositions containing about 0.1-70% of a 
copolymer, about 0.1-60 wt.% of a volatile solvent, 0.1-60 wt.% of a non-volatile oil and 
0.1-80% of dry particulate matter (abstract). For silicone polymers containing 
methacrylic, acrylic and styrene monomers that are encompassed by the organic 
polymers of the instant claim 29 see column 2, line 16 to column 3, line 36. For volatile 
solvents see column 4, line 28 to column 5, line 13. For non-volatile solvents see the 
non-volatile oils at column 5, line 25 to column 6, line 23. For dyestuffs and fillers see 
column 6, lines 25-63. For waxes see column 7, lines 17-24. For anhydrous gels see 
Examples 4 and 5 at column 1 1 . For solid compositions see face powders, blush and 
eyeshadow at column 8, lines 2, 45 and 58. For application to keratin materials see 
column 1, lines 9-10. 

The examples beginning at column 9 of US '275 all contain at least one organic 
polymer, at least volatile solvent and at least one non-volatile solvent. Example 1 
discloses a composition that contains SA-70SIBMMF (organic polymer) in a 25% 
solution of cyclomethicone (volatile solvent), octyldodecanol (non-volatile solvent of 
instant claim 17), trilaurin (a non-volatile fatty acid triglycerides encompassed by instant 
claim 14), vegetable oil and corn oil (non-volatile solvents encompassed by instant 
claim 15), isododecane and additional cyclomethicone (volatile solvents disclosed by 
Applicant at page 4, last paragraph of the instant specification). The other examples 
likewise contain various compounds that Applicant discloses as volatile and non-volatile 
solvents suitable for the instant invention. 
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Inherent.properties such as the capability of a compound to increase in volume 
upon deposition to keratin materials, vapor pressure, glass transition temperature (Tg) 
and the effectiveness of the composition to perform the functions of claim 40 are not 
given patentable weight over the prior art. A chemical composition and its properties are 
inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present. In re Spada, 91 1 
F.2d 705, 709, 15 USPQ 1655, 1658 (Fed. Cir 1990). See MPEP §2112.01. The 
burden is shifted to Applicant to show that the prior art product does not inherently 
possess the same properties as instantly claimed product. The chemical compounds in 
the compositions of US '275 are the same as those instantly claimed and, therefore, 
exhibit the same properties instantly claimed absent evidence to the contrary. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 



Application/Control Number: 10/621 ,534 Page 5 

Art Unit: 1617 

not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1-12, 14-17, 24-26, 29 and 31-42 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over US 5,849.275 (275) 

US '275 teaches all the limitations of the claims as stated in the 35 U.S.C. 102(b) 
rejection above. It does not teach a composition containing volatile silicone oils 
comprising groups of alkyi or alkoxy groups which can be pendant or at the end of the 
silicone chain (claims 4 and 7). the esters of claim 16 or the silicones of claim 24. 

US '275 discloses volatile silicone oils containing alkyI groups as instantly 
claimed at column 4, lines 35-57. AlkyI octanoates (cetyl octanoate and tridecyl 
octanoate) and alkyI ricinoleates (cetyl ricinoleate) are disclosed at column 5, lines 27- 
33. Non-volatile silicone oils such as phenyltrimethicone are disclosed at column 5, line 
58 to column 6, line 2. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to prepare the composition of US '275 and add any one or combination of the 
non-volatile oils disclosed with the reasonable expectation of obtaining a cosmetic 
composition with improved transfer resistance. 

6. Claims 1-17, 24-28 and 31-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP 850 644 (644). US 6,177,091 (091) is used as an English 
language equivalent for citation purposes. 
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US '091 is directed to a cosmetic composition containing an organic polymer, a 
non-volatile oil (solvent) and a volatile oil (solvent). For organopolysiloxane polymers 
that may be partially or totally crosslinked in an amount from 0.3-40 wt.%, see column 2, 
lines 7-8 and 30-67. For crosslinked organopolysiloxane polymers that are disclosed by 
Applicant at page 7, last paragraph, see KSG® 6, KSG® 16, Trefil® E-505C and Trefil® 
E-506C at column 2, lines 51 to 60, For non-volatile oils that are the same substances 
as the instantly disclosed and claimed non-volatile solvents in an amount from 5-80 
wt.%, see column 3, lines 9-52. For volatile oils that are the same substances as the 
instantly disclosed and claimed volatile solvents, see column 4, line 45 to column 5, line 
24. US '091 discloses that the when the non-volatile solvents make up 30-50 wt.% of 
the composition, the volatile solvents make up the remainder (col. 3, lines 49-52). The 
volatile solvents, therefore, can make up from 10-70 wt.% of the composition. For 
waxes, see column 3, line 53 to column 4, line 39. For dyes, antioxidants, essential oils, 
preserving agents, etc., see column 5, lines 25-34. For various forms of the composition 
such as solid and anhydrous gel, see column 2, lines 4-6 and claim 19. For application 
to keratin materials see column 7, lines 30-33. 

US '091 does not explicitly teach a single composition containing at least one 
organic polymer capable of increasing in volume when deposited on keratin material, at 
least one non-volatile solvent and at least one volatile solvent or the functions of claims 
40-42 and 45-47. 

US '091 does teach that the compositions can contain both volatile and non- 
volatile oils. The oils disclosed in US '091 are the same oils disclosed by Applicant as 
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suitable as the solvents. A composition containing the same components as instantly 
claimed would be expected to exhibit the same properties. US *091 teaches the same 
components as instantly claimed. It is reasonable for one of ordinary skill in the art to 
expect a composition of US '091 containing the same components as instantly claimed 
to exhibit the same properties such as effectiveness for the functions of claims 40-42 
absent evidence to the contrary. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to prepare the composition of US '091 containing both volatile and non-volatile 
solvents with the reasonable expectation of obtaining a composition that is gently to 
apply, spreads easily, is non-sticky and does not dry the skin or lips. 
7. Claims 1-20, 22, 24-29 and 31-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP 850 644 (US '091) in combination with US 5,851,517 (517). 

US '091 teaches all the limitations as stated in the 35 U.S.C. 103(a) rejection 
above. It does not teach cyclic hydrocarbons (claims 18 and 19) or aromatic 
hydrocarbons (claims 20 and 22). 

US '517 discloses cyclohexane as a solvent (col. 4, lines 28-29) and ester oils 
such as fatty acid benzoates (col. 3, lines 37-46) for use in cosmetic compositions. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to prepare the composition of US '091 and add cyclohexane and/or a fatty 
acid benzoate for their art-recognized solvent properties. 
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8. Claims 21 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over either US 5,849,275 (275) or EP 850 644 (US '091) as applied to claims above, 
and further in view of US 5,725,882 (882). 

US '091 and US '275 each teach all of the limitations of the claims as stated in 
the 35 U.S.C. rejections above. They do not teach the aromatic alkenes of claim 21 or 
triethanolamine of claim 23. 

US '882 is directed to cosmetic compositions (title). US '882 discloses at column 
17, line 66 to column 18, line 9 that toluene is used as a solvent. Triethanolamine is 
disclosed at column 19, lines 58-63 as a neutralizer. Both of these substances are well 
known common additives in cosmetic compositions. The recited use of the substance 
does not render a composition containing that substance patentable over the prior art. 
The substance would be expected to provide the effect desired absent evidence to the 
contrary. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to prepare the cosmetic compositions of either US '091 or US '275 each and 
add toluene and/or triethanolamine as taught by US '882 for their art-recognized uses 
as a solvent and neutralizer, respectively. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leonard M. Williams whose telephone number is 571- 
272-0685. The examiner can normally be reached on MF 9-5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



LMW 




